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REMARKS 

Entry of the amendments is respectfully requested. Claims 1-33 are pending. Applicants 
respectfully request reconsideration of the present application in view of the foregoing 
amendments and in view of the reasons that follow. 

This amendment adds, changes and/or deletes claims in this application. Claim 14 has 
been amended. A detailed listing of all claims that are, or were, in the application, irrespective of 
whether the claim(s) remain under examination in the application, is presented, with an 
appropriate defined status identifier. 

1. Claim Objections 

In Section 2 of the Office Action, claims 14 and 15 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. Applicants have amended claims 
14 and 15 to no longer depend from rejected claims. Accordingly, Applicants respectfully 
request withdrawal of the objection. 

2. Rejections Under 35 U.S.C. § 103 

a. Claims 1-6. 8-1 L 13. 16-19. 21-23. 25-28 and 31-33 

In Section 3 of the Office Action, Claims 1-6, 8-11, 13, 16-19, 21-23, 25-28 and 31-33 
are rejected under 35 U.S.C. § 103(a) as being obvious over U.S. Patent No. 4,829,298 
(Fernandes) and "Static synchronous series compensator: a solid-state approach to the series 
compensation of transmission lines" (the Gvugvi article) . Applicants respectfully traverse the 
rejection 

Independent claims 1 and 16 are directed to an active module for attachment to a power 
transmission line and independent claim 26 is directed to a method of actively injecting a series 
voltage in a transmission line of a three phase transmission system. As discussed in the 
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specification of the present application, in an exemplary embodiment, an active impedance 
module is attached to a power transmission line without requiring physical modification of or 
breaking the line. See, specification, page 3, paragraph 7 and page 8, paragraph 24. The active 
module comprises a switching circuit and a controller which controls the switching circuit to 
provide a selected impedance to the transmission line through a main transformer primary 
winding. See , Specification, page 3, paragraph 7. The active module may be used to control the 
flow of power through the transmission line. See , Specification, page 4, paragraph 8 and page 5, 
paragraph 9. The active module is electrically isolated from ground and from other phase lines 
and does not require a potential reference point. See, Specification, page 3, paragraph 7 and page 
8, paragraph 24. The active module provides several advantages over conventional FACTS 
systems including lower cost, high reliability and the ability to provide an increase in the steady 
state line capacity while allowing control of the power flow and control of fault currents. See , 
Specification, page 6, paragraph 11. 

Even assuming arguendo that the prior art included all of the elements of the independent 
claims, a person of ordinary skill in the art would not have been provided the motivation or 
suggestion to combine Fernandes and the Gvugvi article to make the claimed invention. 
Applicants respectfully submit that the suggestion and motivation to make a combination of 
Fernandes and the Gvugvi article has been taken from Applicants' own specification using 
hindsight analysis. To establish obviousness based on a combination of elements disclosed in the 
prior art, there must be some motivation, suggestion or teaching of the desirability of making the 
specific combination that was made by the applicant. MPEP § 2143. The teaching to make the 
claimed invention must be found in the prior art, not based on applicant's disclosure. MPEP § 
2143. 

At Section 4, on page 3 of the Office Action, the Examiner states "[i]t would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have modified 
Fernandes to include a static synchronous compensator such as that taught by Gyugyi in order to 
compensate for the voltage drop across the resistive component of the line impedance and thus 
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allow more power to be transmitted over the power lines ("Gyugyi" abstract)." The Gyugyi 
article , however, teaches a static synchronous series compensator (SSSC) that is "installed in a 
building at ground potential and operated at a relatively low (below 20 kV) voltage." See, Gyugyi 
article , page 412. According to the Gvugvi article , the SSSC installation as described has lower 
installation costs and ease and convenience of maintenance and service. See, Gvugvi article , page 
412. There is, however, no suggestion or motivation provided in the Gvugvi article to implement 
or install an SSSC in a module attached to the power line that is isolated from ground and the 
other phase lines. Independent Claims 1 and 16 require "the module electrically isolated from 
ground and from other phase lines of the transmission system." Independent Claim 26 requires 
"the transmission line forms the secondary of a transformer that is isolated from the other phase 
lines and from ground." 

In addition, Fernandes teaches a sensor module for measuring operating parameters of a 
power line. See, Fernandes, Abstract, col. 1, lines 16-23, col. 2, lines 39-40 and col. 3, lines 42- 
46. The sensor module is designed to measure and monitor parameters such as voltage, current, 
frequency etc. See, Fernandes, col. 4, lines 39-44. There is, however, no teaching or suggestion 
in Fernandes to control the power flow (e.g., by injecting an impedance) of the power line. The 
problem of power control is not disclosed or identified in Fernandes . Independent Claim 1 
requires: 

a controller connected to the switching devices in the switching 
circuit to control the switching of the switching devices for transfer 
of power between the main transformer primary and the electrical 
energy storage device to provide a selected impedance injected in 
the transmission line coupled through the main transformer 
primary. 

Independent Claim 16 requires: 

a controller connected to the inverter to control the switching of the 
inverter switching devices for transfer of power between the main 
transformer primary winding and the electrical storage capacitor to 
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provide a selected impedance in the transmission line coupled 
through the main transformer primary winding. 

Independent Claim 26 requires "selectively applying alternating voltage to the primary 
winding of the transformer to inject voltage in the transmission line at the position of the 
transformer to effectively provide an impedance in the transmission line." 

Accordingly, there is no teaching or suggestion in Fernandes or the Gvugyi article that 
provides motivation for the Examiner's proposed combination of an active module attached to a 
transmission line (without breaking the line) that is electrically isolated from ground and other 
phase lines that includes a switching circuit and a controller to control the switching circuit to 
provide a selected impedance injected in the transmission line. Therefore, it is respectfully 
submitted that independent claims 1,16 and 26 are allowable over Fernandes and the Gvugyi 
article . 

Claims 2-6, 8-1 1 and 13 depend from independent claim 1 and incorporate all of the 
limitations of independent claim 1 and are therefore allowable over Fernandes in view of the 
Gvugyi article for, among other reasons, the same reasons as give above with respect to 
independent claim 1. Claims 17-19, 21-23 and 25 depend from independent claim 16 and 
incorporate all of the limitations of independent claim 16 and are therefore allowable over 
Fernandes in view of the Gvugyi article for, among other reasons, the same reasons as give above 
with respect to independent claim 16. Claims 27, 28 and 31-33 depend from independent claim 
26 and incorporate all of the limitations of independent claim 26 and are therefore allowable over 
Fernandes in view of the Gvugyi article for, among other reasons, the same reasons as give above 
with respect to independent claim 26. 

Accordingly, claims 1-6, 8-11, 13, 16-19, 21-23, 25-28 and 31-33 are believed to be 
allowable. Withdrawal of the rejection under 35 U.S.C. § 103(a) and allowance of claims 1-6, 8- 
11, 13, 16-19, 21-23, 25-28 and 31-33 is respectfully requested. 
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b. Claims 7 and 20 

In Section 5 of the Office Action, Claims 7 and 20 are rejected under 35 U.S.C. § 103(a) 
as being obvious over Fernandes and the Gvugvi article , and further over U.S. Patent No. 
5,585,651 (Kitagawa). Applicants respectfully traverse the rejection. Claim 7 depends from 
independent claim 1 and incorporates all of the limitations of independent claim 1 and is 
therefore allowable over Fernandes in view of the Gvugvi article and further in view of Kitagawa 
for, among other reasons, the same reasons as give above with respect to independent claim 1 . 
Claim 20 depends from independent claim 16 and incorporates all of the limitations of 
independent claim 16 and are therefore allowable over Fernandes in view of the Gvugvi article 
and further in view of Kitagawa for, among other reasons, the same reasons as give above with 
respect to independent claim 16. 

Accordingly, claims 7 and 20 are believed to be allowable,. Withdrawal of the rejection 
under 35 U.S.C. § 103(a) and allowance of claims 7 and 20 is respectfully requested. 

c. Claims 12, 24 and 30 

In Section 6 of the Office Action, Claims 12, 24 and 30 are rejected under 35 U.S.C. 
§ 103(a) as being obvious over Fernandes and the Gvugvi article , and further over U.S. Patent 
No. 5,343,139 ( Gvugvi ). Applicants respectfully traverse the rejection. Claim 12 depends from 
independent claim 1 and incorporates all of the limitations of independent claim 1 and is 
therefore allowable over Fernandes in view of the Gvugvi article and further in view of Gyugyi 
for, among other reasons, the same reasons as give above with respect to independent claim 1 . 
Claim 24 depends from independent claim 16 and incorporates all of the limitations of 
independent claim 16 and is therefore allowable over Fernandes in view of the Gvugvi article and 
further in view of Gvugvi for, among other reasons, the same reasons as give above with respect 
to independent claim 16. Claim 30 depends from independent claim 26 and incorporates all of 
the limitations of independent claim 26 and is therefore allowable over Fernandes in view of the 
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Gvugvi article and further in view of Gyugyi for, among other reasons, the same reasons as give 
above with respect to independent claim 26. 

Accordingly, claims 12, 24 and 30 are believed to be allowable. Withdrawal of the 
rejection under 35 U.S.C. § 103(a) and allowance of claims 12, 24 and 30 is respectfully 
requested. 

d. Claim 29 

In Section 7 of the Office Action, Claims 29 is rejected under 35 U.S.C. § 103(a) as being 
obvious over Fernandes and the Gyugyi article , and further over U.S. Patent No. 6,486,569 
( Couture ). Applicants respectfully traverse the rejection. Claim 26 depends from independent 
claim 26 and incorporates all of the limitations of independent claim 26 and is therefore 
allowable over Fernandes in view of the Gyugyi article and further in view of Couture for, among 
other reasons, the same reasons as give above with respect to independent claim 26. 
Accordingly, claim 29 is believed to be allowable. Withdrawal of the rejection under 35 U.S.C. 
§ 103(a) and allowance of claim 29 is respectfully requested. 

3. Conclusion 

Applicants believe that the present application is now in condition for allowance. 
Favorable reconsideration of the application as amended is respectfully requested. 

The Examiner is invited to contact the undersigned by telephone if it is felt that a 
telephone interview would advance the prosecution of the present application. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, to 
Deposit Account No. 50-2350. Should no proper payment be enclosed herewith, as by a check 
being in the wrong amount, unsigned, post-dated, otherwise improper or informal or even 
entirely missing, the Commissioner is authorized to charge the unpaid amount to Deposit 


-14- 


Atty. Dkt. No. 056410-0114 

Account No. 50-2350. If any extensions of time are needed for timely acceptance of papers 
submitted herewith, Applicants hereby petition for such extension under 37 C.F.R. §1.136 and 
authorizes payment of any such extensions fees to Deposit Account No. 50-2350. 

Respectfully submitted, 

Paul S. Hunter 
Attorney for Applicants 
Registration No. 44,787 


Date September 6, 2005 

FOLEY & LARDNER LLP 
Customer Number: 23524 
Telephone: (608) 258-4292 
Facsimile: (608) 258-4258 
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